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Annual Checklist - Federally-Registered Trademarks 

This list is provided for review of several elements related to ownership of 

a federally-protected trademark. It is not extensive, but addresses common 

issues.  For a robust review, please contact us. 

1. Is each federally-registered trademark “used” as identified in the 

registration certificate? Use has legal requirements.  Checking now 

avoids issues later.    

2. Are any of the goods/services in the registration no longer provided 

under the trademark?  The registration cannot be maintained for abandoned goods or services, so 

those must be removed when maintained or the cessation needs to be corrected. 

3. If the federally-registered trademark is no longer used with at least one of the listed goods/services, 

is the surrender of trademark rights intended?  If the trademark is not used on any of the listed 

goods or services, the registration cannot be maintained and a third-party attack for “abandonment” 

may be successful, so cessation may need to be corrected. 

4. When used for each good or service listed in the registration, is the trademark presented with the 

federally-registered symbol ®, or the words “Registered in U.S. Patent and Trademark Office” or 

“Reg. U.S. Pat. & Tm. Off.”?  If not, the damages available in a trademark infringement action 

may be limited. 

5. Have you preserved a photograph of this year’s use of the federally-registered trademark with each 

of the goods or services listed in the registration?  Evidence of continued use may be beneficial in 

any challenge. 

6. Are the corporate details in the registration correct, including the owner, the exact text of the 

corporate name, the state and form of formation, and the address?  Errors or failures to update can 

create challenges in enforcement and maintenance. 

7. Is the email on file at the United States Patent and Trademark Office (USPTO) for communication 

to the Registrant correct?  The USPTO will not generally correspond with the trademark owner, 

but this address should be correct when it happens. 

8. When is the next maintenance window for the federal registration?  It occurs at years 5, 9, and x9, 

and requires evidence of continued use and payment of maintenance fees.  The maintenance 

window is an unwelcome time to discover difficulties in securing required information. 

9. If the trademark is licensed, is the licensee properly using trademark and complying with its 

contractual obligations?  An invalid license or unrestricted use can destroy trademark rights. 

This article is for informational purposes only and does not constitute legal advice. For questions related 

to the actions mentioned above, please contact Jim Hudson, Bill Jensen, or a member of Crain 

Caton’s Intellectual Property Law Practice Group. 


