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Annual Checklist – Utility Patents 

This list is provided for review of several elements related to patentable and 

patented inventions (utility patents). While not extensive, it addresses common 

issues.  For a robust review, please contact us. 

1. For each patented invention, is ownership current, with all paperwork and 

recordations addressed?  Ownership records can affect a patent-related claim in 

litigation.   

2. When is the next maintenance or annuity fee payment due? Each patent is maintained through 

increasing regular payments.  In the U.S., this occurs at years 3, 7, and 11.  Many other countries and 

regional offices require an annual payment.  Budgeting can be important. 

3. Should each patent be maintained?  Is there sufficient value in the right to exclude others, licensing, 

marketing, and other factors? 

4. For each patented invention, is notice of U.S. patent given to third parties?  Proper notice of patent 

rights can be key to recovering damages for pre-suit damages.  Notice may be provided on the product 

or virtually. 

5. If the patent has expired, has the patent notice been removed?  Continued notice of patent rights, 

particularly if intended to cause competitors to believe a product remains protected by a patent, can 

create liability for false marking.   

6. Has the list of company-owned patents been updated to reflect any expirations for lifespan or non-

payment of maintenance/annuity fees?  

7. For pending non-provisional applications for U.S. utility patent protection, have any improvements 

been identified to the invention beyond the disclosure and claims of the pending application?  If so, a 

continuation-in-part application may be needed.  These can be filed through the date of issuance of 

the parent application, but will have the same long pendency.   

8. For pending provisional applications for U.S. utility patent protection, has an assessment been made 

whether to file a U.S. non-provisional application, a PCT application, or a national application 

elsewhere?  Each of those would claim priority to the provisional application.  Time is limited from 

the filing of a provisional application (or a non-provisional application without a priority claim) to 

seek full patent protection anywhere. 

9. For new inventions, has a patent application been filed?  Depending on the country or regional office, 

the patent application may need to be filed within one year of public disclosure, or even before it.  

Before any application is filed, assessment should be made to determine what prior art would limit 

patentability and to guide the scope of the patent application to avoid those problems. 

10. Are employees encouraged to submit Invention Disclosure Forms so management can determine 

which ones should be evaluated?  Timely review can maximize potential patent applications. 

This article is for informational purposes only and does not constitute legal advice. For questions related 

to the actions mentioned above, please contact Jim Hudson, Bill Jensen, or a member of Crain 

Caton’s Intellectual Property Law Practice Group. 


