Annual Checklist — Unregistered Trademarks (Brands) CRAIN

This list is provided for review of several elements related to trademarks not ( : Aj I ON
registered in a state, federal, or foreign system. While not extensive, it addresses &

common issues. For a robust review, please contact us.

1.

Is there a trademark? Trademark rights are acquired by seniority of use of a ] AMES

distinctive term in a geographic area. State registration of a business name
does not confer any trademark rights nor does it serve as authorization to use
the name in business. The state merely ensures the registered name is not
purely duplicative of another registered business.

If the trademark includes the name of a living person, has that been secured and signed?

Will continued use of the trademark create potential lawsuits? A junior user loses. Vetting and
policing use is essential. Damages may include disgorgement of profits, judgment for the damage
proven by the senior user, statutory damages, attorneys fees, and destruction of infringing materials.
All after paying for a defense.

Have this year’s use of the trademark with each of the goods or services been preserved? Evidence of
use may be beneficial in any challenge.

Has past evidence of the use of the trademark been preserved to show use with each of the goods or
services? Evidence of past use may be needed to assert seniority of use and the strength of the mark.
The use with a particular good or service may be important.

Has past evidence of the geographic extent of use of the trademark with each of the goods or services
been preserved? Evidence of geography may be needed to determine seniority of use.

Has a record been made of the monetary expenditures using the trademark with each of the goods or
services? Evidence of monies spent annually may be needed in a challenge.

Has consideration been given to seeking registration for the trademark? See items 1, 2, and 3.

If the brand is licensed, is the licensee properly using trademark and complying with its contractual
obligations? An invalid license or unrestricted use can destroy trademark rights.

This article is for informational purposes only and does not constitute legal advice. For questions related
to the actions mentioned above, please contact Jim Hudson, Bill Jensen, or a member of Crain
Caton’s Intellectual Property Law Practice Group.
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